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DETAILED ACTION 

1. This action is responsive to the RCE received on 1/16/06. Claims 1, 3, 8, 15, 17- 
20 were amended. Claim 4 was canceled. No other claims have been amended, 
canceled, or added. Accordingly, claims 1-3 and 5-20 are pending. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-3, 4-20 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. More specifically, it is unclear as to what is meant 

by the limitation "...receive a notification message indicating an existence or an address 

of the packet...". It is not clear as to what the existence of is indicated. Appropriate 

corrections are required. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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4. Claims 1-3, 5-6, and 8-13 and 15-20 are rejected under 35 U.S.C. 102(b) as 
anticipated by Nounin et al, 5,802,469 (Nounin hereafter). 

As per claims 1 and 15, Nounin teaches a network system, comprising: a radio 
terminal (105, fig. 3) having a first communication interface usable for reception only 
(107, fig. 3, col. 8, lines 24-36, the downlink (high speed) channel is unidirectional for 
reception only and is connected to first sub-network and a second communication 
interface usable for transmission and reception (106, fig, 3, col. 8, lines 24-36., the bi- 
directional (slow speed) channel is connected to second sub-network); a first sub- 
network to which the radio terminal is connected through a radio base station (103, fig. 
3) of a downlink radio network by using the first communication interface (107, fig. 3); a 
second sub-network to which the radio terminal is connected through a bidirectional 
communication network by using the second communication interface (106, fig. 3), the 
second sub-network being connected with the first sub-network through a backbone 
network (1 , fig. 2; or Internet); and a packet relay device (103 , fig. 3) configured to 
receive a request message requesting a protocol processing with respect to the first 
sub-network from the radio terminal through the second sub-network, and carry out the 
protocol processing on the first sub-network according to the request message on 
behalf of the radio terminal, such that a response message corresponding to the 
request message obtained by the protocol processing is returned from the first sub 
network to the radio terminal through the downlink radio network or the bidirectional 
communication network (col. 8, lines 42-48', col. 8, lines 65 - col. 9, lines 12., base 
stations (101 , 103, fig. 3) function as packet relay devices that communicate and route 
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data between the radio terminal connected over the wireless network with other devices 
over the wired or LAN network); wherein the radio terminal is configured to receive a 
notification message indicating an existence or an address of the packet relay device on 
the first sub-network through the downlink radio network by using the first 
communication interface when the radio terminal enters a radio area of the radio base 
station and is configured to transmit the request message after receiving the notification 
message at the first communication interface (col. 16, lines 44-52, 6035,, col. 17, lines 
23-25., when the radio terminal enters an area serviced by the base station, the base 
station sends out a notification message via the downlink channel requesting a 
response from the radio terminal', using the address of the base station embedded in 
the notification message, the radio terminal sends a response message tu the base 
station requesting connection to the network so the radio terminal can communicate 
with the base station and the network); the radio terminal is further configured to 
process the response message received by the first or second communication interlace 
(col. 16, lines 60-65., upon receiving a response message from the base station to 
establish connection with the base station, the radio terminal can send additional 
requests to the network via base station for servicing (e.g., accessing and retrieving 
content data from the network). 

As per claims 3, 17 and 19, Nounin teaches a packet relay device (101 , fig. 3) 
for use in a network system containing a radio terminal (105, fig. 3) having a first 
communication interface usable for reception only (107, fig. 3; see claim 1 for more 
details) and a second communication interface usable for transmission and reception 
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(106, fig. 3., see claim 1 for more details), a first sub-network to which the radio terminal 
is connected through a radio base station (103, fig. 3) of a downlink radio network by 
using the first communication interface, and a second sub-network to which the radio 
terminal is connected through a bidirectional communication network by using the 
second communication interface, the second sub-network being connected with the first 
sub-network through a backbone network (1 , fig. 3), the packet relay device comprising: 
a communication interface configured to receive an encapsulated IP packet containing a 
request message requesting a protocol processing with respect to the first sub-network, 
which is transferred from the radio terminal located in a radio area of the radio base 
station through the second sub-network', a processing unit configured to decapsulate 
the encapsulated IP packet received by the communication interface so as to take out 
the request message, and carry out the protocol processing on the first sub-network 
according to the request message on behalf of the radio terminal (oeL 8, lines 65 - coL 
9, lines 12., upon receiving the request (via an encapsulated IP packet) from the mobile 
terminal, the first base station 'FBS' (101, 5g, 2) processes the request by decapsulating 
the request data packet before sending it on to the second base station 'SBS* (103, fig. 
2) for additional processing); wherein the communication inte/ace is also configured to 
transmit a response message corresponding to the request message obtained by the 
protocol processing in a form such as received by the radio terminal through the second 
sub-network (col. 16, lines 60-65., after processing the request from the mobile 
terminal, the base station returns the response data to the mobile terminal). 

As per claims 8,18 and 20, Nounin teaches a radio terminal (105, fig. 3) for use in 
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a network system containing a first sub-network to which the radio terminal is connected 
through a radio base station of a downlink radio network (5, fig. 3., the downlink channel 
is unidirectional and is connected to first sub-network), a second sub-network to which 
the radio terminal is connected through a bidirectional communication network (4, fig. 3,. 
the bi-directional channel is connected to second sub-network), the second sub-network 
being connected with the first sub-network through a backbone network (1 , fig. 3), and a 
packet relay device (101 , fig. 3; see claim 1 rejection for more details on PRD) for 
carrying out a protocol processing on the first sub-network on behalf of the radio 
terminal, the radio terminal comprising: 

a first communication interface usable for reception only (107, fig. 3., see claim 3 
rejection for more details on first and second interfaces and sub-networks, by which the 
radio terminal is connected to the first sub-network, which is configured to receive a 
notification message indicating an existence or an address of the packet relay device on 
the first sub-network through the downlink radio network when the radio terminal enters 
a radio area of the radio base station (col. 8, lines 24-41),, a second communication 
interface usable for transmission and reception, by which the radio terminal is 
connected to the second sub-network (106, fig. 3), which is configured to transmit a 
request message requesting a protocol processing with respect to the first sub-network 
after receiving the notification message at the first communication interface, by 
encapsulating the request message into an IP (Internet Protocol) packet destined to the 
address of the packet relay device obtained according to the notification message and 
transmitting the IP packet through the second sub-network (it's inherent from the 
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teaching of Nounin that the radio terminal encapsulates the request message into an IP 
packet before sending it to the base station); and a processing unit configured to 
process a response message corresponding to the request message obtained by the 
protocol processing, the response message being returned from the second sub- 
network through the bi-directional communication network (col. 8, lines 54 - col. 9, lines 
12., col. 17, lines 42-50., the radio terminal is configured to receive the response data 
via its bi-directional (or slow speed) or downlink (high speed) channels as appropriate). 

As per claim 2, it is a network system that performs the steps of claim 3 that do 
not teach or fudher define over the limitations of claim 3 above. Therefore, it is rejected 
for the same reasons as set forth in claim 3. 

As per claim 5, Nounin teaches the communication interface is configured to 
transmit the response message by rewriting a destination address of the response 
message into an IP (Internet Protocol) address acquired by the radio terminal at a 
second sub-network side (col. 8, lines 50-57). 

As per claim 6, Nounin teaches the communication interface is configured to 
transmit the response message by encapsulating the response message into an IP 
(Internet Protocol) packet destined to an IP address acquired by the radio terminal at a 
second sub-network side (col. 8, lines 54-57., its inherent within the teaching of Nounin 
that the base station encapsulates the response message into an IP packet before 
transmitting the packet to the radio terminal. 

As per claim 9, Nounin teaches the second communication interface is also 
configured to receive the response message transmitted from the packet relay device 
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through the second sub-network (col. 8, lines 54-57). 

As per claim 10, Nounin teaches the response message is an encapsulated IP 
packet, the second communication interface decapsulates the encapsulated IP packet 
so as to take out the response message and gives the response message taken out 
from the encapsulated IP packet to the processing unit (cos. 8, lines 58-64., it's inherent 
within the teaching of Nounin that the radio terminal decapsulates the encapsulated IP 
packet in order to interpret the data contained within the packet). 

As per claim 1 1 , Nounin teaches the notification message is provided in a form of 
a specific message to be regularly transmitted by the radio base station or a specific 
node provided in the first sub-network, and the first communication interface is 
configured to acquire information indicating the existence or the address of the packet 
relay device by receiving the specific message regularly transmitted by the radio base 
station or the specific node (col, 36, lines 55-61 ; radio base station sends out regular 
broadcast messages to the radio terminal to ascertain whether the terminal is within its 
cell area or not). 

As per claim 12, Nounin teaches the second communication interface transmits 
the request message in a form of a broadcast packet with respect to the first sub- 
network or a multicast packet with respect to a prescribed group of nodes on the first 
sub-network (col. 36, lines 63 - col. 37, lines 6., col. 35, lines 62-65,. radio terminal 
receives the broadcast message via the first sub-network and sends the request to the 
base station using the second sub-network). 

As per claim 13, Nounin teaches the second communication interface that 



Application/Control Number: 09/842,862 Page 9 

Art Unit: 2155 

transmits the ARP (Address Resolution Protocol) request message with respect to the 
first sub-network (col. 6, lines 62-66., using the bi-directional interface, the mobile 
device sends an ARP request to the base station for processing). 

As per claim 16, it is a packet processing method that performs the steps of 
claims 3 and 8 above that do not teach or further define over the limitations of claims 3 
and 8 above. Therefore, it is rejected for the same reasons as set forth in claims 3 and 
8 above. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 7 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Nounin in view of Ohno et al, 6,219,715 (Ohno hereafter). 

As per claim 7, Nounin teaches a system upon receiving a connection request 
(e.g., DHCP) from the second interface of the mobile device, the system then 
decapsulates and processes the request, and sends the response to the mobile device 
through the second sub-network (col. 16, lines 53-59; when the mobile terminal enters 
an area serviced by a particular base station, the mobile terminal sends a request to 
establish connection with the base station', the connection response includes the server 
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assigning an address to the mobile terminal to enable the mobile terminate to 
send/receive messages from the network). Nounin does not explicitly disclose that the 
system sends the request to the DHCP server for processing. It is well known in the art 
to use a DHCP server for initializing and assigning IP address to devices. Hence, it 
would have been obvious to one of ordinary skill in the art to relay the request to a 
DHCP server in order to provide address assignment for the mobile device to enable 
the mobile device to communicate with other devices on the network (see also Ohno 
disclosure in col. 4, lines 19-28). 

As per claim 14, Nounin teaches upon receiving a response message 
corresponding to the request message, the processing unit sets the second 
communication interface as a transmission interface and the first communication 
interface as a reception interface with respect to an IP (Internet Protocol) address 
allocated to the radio terminal on the first sub-network that is contained in the response 
message (col. 8, lines 58 - col. 9, lines 12., col. 16, lines 53-59). Nounin does not 
explicitly disclose the request being a DHCP request. 

However, as noted in claim 7 above, upon entering an area serviced by a particular 
base station, the mobile terminal sends a DHCP request to the DHCP server via the 
base station for address assignment so the mobile terminal can establish 
communications with the network. 
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Response to Arguments 

7. Applicant's arguments filed have been fully considered but they are not 
persuasive. In substance, the applicant argues that the claims as amended overcome 
the prior art of record. 

In response, the examiner has reinterpreted the art as described in the above 
rejection. It should be noted that not all independent claims require packet relay device 
to reside in the first subnetwork. Furthermore, it should also be noted that a number of 
claims include a significant amount of potentially patentable limitations in the preamble. 
Such recitations will not been given patentable weight because the recitation occurs in 
the preamble. A preamble is generally not accorded any patentable weight where it 
merely recites the purpose of a process or the intended use of a structure, and where 
the body of the claim does not depend on the preamble for completeness but, instead, 
the process steps or structural limitations are able to stand alone. See In re Hirao, 535 
F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v, Robie, 187 F.2d 150, 152, 88 
USPQ 478, 481 (CCPA 1951). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Asad M. Nawaz whose telephone number is (571) 272- 
3988. The examiner can normally be reached on M-F 8-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Saleh Najjar can be reached on (571 ) 272-4006. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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